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IX THE 


COURT Of APPEAIS OF THE DISTRICT OF COLUMBIA 


April Term, 1933. 


X<>. 5949. 


Walter M. Austin and Westixoiiopse Electric & 
Man ukactl’rixc Com pan y, .1 ppcllcmts , 


Thomas E. Robertson, Commissioner of Patents. 


BRIEF FOR APPELLANTS. 


STATEMENT OF THE CASE. 

This is an appeal from a decree of the Supreme 
Court of the District of Columbia dismissing a bill in 

' i 

equity filed by Walter M. Austin and West ink'll on so 
Electric & Manufacturing Company, his assignee, 
against Thomas E. Robertson, Commissioner o|‘ ind¬ 
ents. 


Mr. Robertson having resigned bis office, proper pro¬ 
ceedings have been had substituting (’onwav P. Coe, 
his successor, as appellee. 

The suit was brought under the provisions of Sec¬ 
tion 4915 R. S. U. S. (U. S. (\ Title 35, Sec. 63) to 
authorize and direct the* Commissioner to issue a pat¬ 
ent to the assignee of Austin on an application for 
Letters Patent for Improvements in Circuit Inter¬ 
rupters tiled by Austin on the Sth day of January, 
1919, Serial No. 370,110. 

The Court below filed a short opinion ordering the 
dismissal of the bill of complaint (p. 47), which was 
followed by a decree of dismissal (p. 50) : but made no 
specific findings of fact and conclusions of law. 

The assignment of errors will be found printed in 
the record (p. 50) and will not, therefore, be reprinted 
here. 

ARGUMENT. 

Part I. 

The circumstances leading up to the filinir of the* bill 
of complaint herein are somewhat peculiar and will 
now be set forth: 

I. On Februarv 4, 1931, Walter M. Austin and 
John B. MacXeill tiled a joint application for a patent 
on Circuit Breakers, the same being designated Serial 
No. 443,383 (p. 4 and p. 9) and being’ assigned to the 
appellant, Westinghouse Electric A* Manufacturing 
Company. 

II. On January 34, 1933, one Winfield A. Atwood 
filed an application for a patent for a similar invention, 
the same being known and designated as Serial No. 
531,469 (p. 4 and p. 9). 



III. On July 11, 1924, an interference, Xo, 51,23.5, 
was declared between the Austin and MacXeill joint 
application and the Atwood application (p. 4 and p. 
11 ). 

IV. On September 25, 1925, the declaration of in¬ 
terference was, on the motion of Atwood, reformed to 
include an additional count (p. 4 and p. 9). 

V. Each party to the interference was required to 
tile a preliminary statement, under Rule 110, not later 
than August IS, 1924 (p. 43). 

VI. Each party did file a preliminary statement, 
that of Atwood on August 4. 1924, and that of Austin 
and MacXeill on August 9, 1924. 

' __ i 

Statements were approved by the Examineif of In¬ 
terferences on September 5, 1924 (p. 43) and the thirty 
day period allowed thereafter for the bringing' of mo¬ 
tions expired October 5, 1924. 

VII. On September 26, 1924, which was well within 
the thirty day period allowed for motions, the party 
Atwood filed a motion to add an additional count to 
the interference, which motion was sc/ for hearing on 
March 11, 1925 (p. 22). 

VIII. On February (5, 1925, the Patent Office, of its 

own motion, postponed the hearing of Atwood’s mo¬ 
tion to April 9, 1925 (p. 22). j 

IX. On May (>, 1925, the motion of Atwood j‘or the 
admission of the additional count was granted hnd the 
new count was promptly inserted by Atwood and by 
Austin and MacXeill as a claim in their respective ap¬ 
plications for the purpose of contesting priority in re¬ 
spect thereto (p. 22). 

X. On or about Mav 12, 1925, a communication was 
addressed to the Examiner of Interferences by the 
attorneys for Austin and MacXeill, calling attention to 
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the existence of the sole application ot W altei W. 
Austin, Serial Xo. 270.110. filed January, 1919, which 
had been overlooked by the Patent Office in the declara¬ 
tion of the interference (p. 33), and on the same day 
an amendment corresponding to the counts ot the in¬ 
terference was filed in the Austin application (p. —)• 

XI. This was followed by a formal motion by Aus¬ 
tin and MaoXeill on or about May 29, 1925, proposing 
to add three new counts to the interference and re¬ 
questing that, as to the then present counts 1 and ~, the 
sole application of Walter M. Austin be made a party 

(1>. 39). 

XII. When the motion of Atwood was set for hear- 
n( (j on March 11, 1925, Patent Office Pule 123 became 
operative and all the proceedings in the interference 
became automatically stayed by virtue ot such rule, 
which reads as follows: 

‘*123. Setting a motion brought under the pro¬ 
visions of Pule 109 or of Pule 122 for hearing by 
the Kxa miner of Interferences will net ns a stag ot 
proceedings pending the determination ot tin• mo¬ 
tion” 

XIII. The resetting of the time for consideration 
of Atwood's motion was accomplished by an official 
order entered February 6, 1925 (p. 22). and this re¬ 
setting. of course, also operated automatically, undei 
Pule 123, to further extend the stay ot proceedings in 
the interference until the final deteiinitiation of the 

motion which occurred on May f>, 19—*) (p* 4-)* 

XIV. The motion filed on May 29, 1925, to include 
the Austin sole application in the interference was 
brought under Patent Office Pule 109. the* peotineut 

V 

parts of which read as follows: 


0 


“109. An applicant involved in an interference 
may, within a time fixed by the Examiner of Inter¬ 
ferences not less than thirty days after tjlie pre¬ 
liminary statements (referred to in Kale 110) of 
the parties have been received and approved, or if 
a motion to dissolve the interference liajs been 
brought by another party, within thirty da^s from 
the til ilia: thereof, on motion dulv made as pro- 
vided by Hide 153, tile an amendment to his appli¬ 
cation containing any claims which in his opinion 
should be made the basis of interference between 
himself and any of tin* other parties. 

Such motion must be accompanied by the pro¬ 
posed amendment and, when in proper form will 
be set for hearing before the Examiner of Inter¬ 
ferences. * * * 

Any party to an interference may bring'a mo¬ 
tion to put in interference any claims already in 
his application or patent which in his opinion 
should be made the basis of interference between 
himself and any of the other parties. Any]party 
to an interference mav bring a motion to substi- 
tute any other application owned by him, aslto the 
existing issue, or to include an application or a 
patent owned by him, as to claims which he deems 
should be made the basis of interference between 
himself and any of the other parties.” j 

(Note that the permissive, “ may ”, and not the 
mandatory, “must”, is used in this Rule.) | 

XV. The motion filed on May 29, 1925, uiuleij Rule 
109, to include the Austin sole application in the inter¬ 
ference was held to be technically out of time (p. 2G 
and p. 35), though, considering the suspensive jeffect 
of Rule 123 on the undetermined motion made by At¬ 
wood, it was only twenty-three days out of the per¬ 
missive time, while the amendment filed to the Austin 
application, seeking to introduce therein the claims 
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that afterward formed the basis of the motion to 
amend was offered on May 12th, 1925 (p. 22), or only 
six days beyond the permissive motion period. 

XVI. The effect of Rule 122 in operating as a stay, 
or suspension of proceedings, pending the determina¬ 
tion of the motion of Atwood was apparently entirely 
overlooked instead of being taken into account by the 
tribunals of the Patent <)ffice, by the Court of Customs 
and Patent Appeals, on the appeal that was taken from 
the Commissioner's decision, and by the trial Court, 
in this case, though, as a matter of fact, it, as we have 
seen, reduced the period of appellant's default of per¬ 
missive action under Rule 109, from eight months to 
but twenty-three days: and appellants contend that, as 
it was discretionarv with the Commissioner to admit 
the motion and there was an abuse of discretion on his 
part in failing to do so, this Court has the power to 
correct, and: should correct, such abuse of discretion, 
bv ruling that the motion was timelv. 

XVII Both the joint application of Austin and 

MacXeill actuallv involved in the interference with 

* 

Atwood, and the sole application of Austin, forming 
the basis of this suit, were and are owned by the ap¬ 
pellant. Westinghouse Klectrie A Manufacturing Com- 
panv, and it has been ruled bv the Commissioner of 
Patents (p. 34), and, on appeal, by the Court of Cus¬ 
toms and Patent Appeals (p. 45), as well as by tin* 
Court below (p. 4S) that, because of the failure of the 
Westinghouse Klectrie A Manufacturing Company to 
take steps to have the Austin sole application included 
in the interference within tin* period permissively al¬ 
lowed for the making of motions under Rule 109, and 
the entry thereafter of tin* judgment of priority in the 
interference against Aust in and MacXeill and in favor 


I 


I 

of Atwood, the Westing-house Company is no'sV estop¬ 
ped from asserting any right to a patent under the 
Austin sole application. i 

XVIII. Appellants deny that any such estoppel 
exists and that, if a failure to comply strictljy with 
Rules 109 and 123 has any such effect as that ascribed 
lo it, it is inconsistent with the statute law, arid such 
rules are, therefore, invalid and void. ! 

XIX. The judgment that Atwood was the pifior in¬ 
ventor of the subject-matter of the interference over 
tlie joint applicants, Austin and MacXeill, was entered 
February 20, 1926 (p. 32). This judgment was not 
based upon the face dates of the respective applica¬ 
tions of Austin and MacXeill and of Atwood, for had 
it been, it would not have been made in Atwood’s favor, 
since the Austin and MacXeill application wais tiled 
February 4, 1921 (p. 4 and p. 9), while the application 
of Atwood was not tiled until January 24, 1922, nearly 
one year later; but such judgment was, beyond perad- 
venture of doubt, based upon a concession of priority 
made by the joint applicants, Austin and MacXeill, 
concurred in bv Westinghouse Electric & Manufactur- 
ing Company, their assignee, reading as follows: 

(Page 28) j 

“To all whom it may concern: 

Be it known that we, John B. MacXeill and 
Walter M. Austin, joint parties to the above en¬ 
titled interference, have conceded and do hereby 
concede priority of invention to Winfield A. At¬ 
wood, the other party thereto, without in any man- 
mu' conceding, waiving or affecting any right, or 
rights that Walter M. Austin, as a sole invbntor, 
may have to contest priority of invention <j)f the 
subject matter of counts Xos. 1 and 2 of sajid in¬ 
terference, and of other claims relating tjo the 
same general subject matter, with the saidjWin- 


i 
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field A. Atwood in any other interference proceed¬ 
ing or proceedings. ” 

It must be borne in mind that this concession was 
filed after the two preliminary statements of Atwood 
had been filed and opened, the first asserting a concep¬ 
tion by Atwood in * * 1 lie spring of 1919" (]>. IS) and 
the second a conception by him between “May 22nd, 
1919, and August Id, 191!)" (p. :2S), from which state¬ 
ments the .joint applicants. Austin and MacXeill, and 
their assignee, had reason to believe that Atwood had 
made his invention prior to the date of the filing of 
tin* Austin and MacXeill joint application on January 
24, 1922 (p. 2S), but not prior to the date of filing of 
the Austin sole application, to-wit, on Jatntarif - s . IUVJ 
(p. 11). 

XX. But giving the interference judgment the full¬ 
est weight that could be accorded to it, in the Patent 
Office proceeding and the appeal to the Court of Cus¬ 
toms and Patent Appeals therefrom, it was, at most, 
only a judgment that “priority of invention of tin* 
subject matter in issue in interference Xo. 51,235 be 
awarded to Atwood" (see Bill. P. XI. p. 5, and Ans. 
P. XI. ]). 9) over Austin and MacXeill, and those claim¬ 
ing under them, as limited by the concession of which 
it was predicated. 

If the effect of the judgment in the Patent Office 
proceeding was to estop Austin and MacXeill, and their 
assignee, from thereafter claiming in that interference 
proceeding that Austin and MacXeill were the prior 
inventors over Atwood in respect to the subject matter 
of that interference and to estop Austin and MacXeill, 
and those claiming under them, from asserting the 
priority of Austin and MacXeill over Atwood in re- 
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spect to the subject matter in issue in that interference 
and to the joint invention of Austin and MaeXeill dis¬ 
closed in their application involved in the interference, 
as well as in respect to any other joint invention of 
theirs that might fall within the terms of the issues 
of that interference, it certainly did not estop either 
Austin or his assignee from asserting in this suit tin- 
del* 4915 R. S. r. S. the priority of Austin in jrespect 
to the invention of his earlier sole application, or of 

. j' 

any other soli* invention of his that might be pi exis¬ 
tence, eren if such in rent ions and the rights there¬ 
under had not been specified!!y excepted from the con¬ 
cession of priority upon which the judgment was based , 
and had not the existence of one of such inn ntions , 
i. e., that embodied in the Austin sotc applicatioy, been 
irell known to Atwood and to the Examiner of Inter¬ 
ferences, who entered the judgment, and to tile Com¬ 
missioner, as well, long prior to the entry of such judg¬ 
ment (see petition to the Commissioner on .July 2d, 
192b, p. 22, and the Commissioner's decision of August 
IS, 192b, p. 25). It is, therefore, not at all inconsistent 
with the concession, and the judgment founded! there¬ 
on. that the Westinghouse Kleetric & Manufacturing 
Company should now assert ownership of the excepted 
sole Austin application and of Austin’s claim to prior¬ 
ity over Atwood in respect thereto. 

It is true that the Company did seek to introduce the 
Austin sole application into the interference proceed¬ 
ings between Austin and MacXeill and Atwood.j under 
Kule 199. but its failure to succeed in doing so, bv rea- 
son of the suspensive effect of Kule 12.2 havinjg been 
overlooked, does not and cannot extend the efjfect of 
the judgment that was entered in that interference. 
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The Commissioner admits that the Austin sole ap¬ 
plication was overlooked when the interference was 
declared (p. MM) which was certainly not the appli¬ 
cant *s fault: and the Commissioner did also obviously 
overlook the effect of Rule 12M on the motion brought 
under Kule 100, which led him into a grave abuse of 
discretion in rejecting applicants' motion to include 
the Austin sole application in the interference, which 
abuse of discretion this Court has the power to correct 
and, we submit, should, in justice, correct by reversing 
the decree below. 

XXI. But there is another reason why the action 
of the Commissioner was wrong. It has not been and 
cannot be questioned that the Austin sole application 
complies with all the requirements of the statute (Secs. 
4SSS, 4SS9 and 49M4 R. S. l\ S. : C. S. C. Title Mb, Secs. 
MM, M4, 7S) ; that such application has not been rejected 
because of prior knowledge and use by another, nor 
because of prior public use for more than two years 
before application tiled, nor because of any prior pat¬ 
ent or publication, nor upon any other statutory 
ground. 

XXII. Moreover, that the Austin application dis¬ 
closes the subject matter of the interference Xo. 51,235 
is conceded, the Commissioner, in his decision of Oc¬ 
tober 2, 1928,.stating 1 (p. MM): 

“Claims 5, (5, 12 and 1M are broader than the 
issue of the interference, are directed to the same 
inventive subject matter, and are readable upon 
the construction of Atwood, of Austin and Mae- 
Xeill and upon that of Austin. Two of these 
claims 5 and 6 were presented in Austin's sole ap¬ 
plication July 1, 1921, and were presumably over¬ 
looked when the interference was declared. Claims 
12 and 13 are claims now present in the patent to 
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Atwood, which patent was issued after tliej deter¬ 
mination of the interference in which tlije final 
award of priority was rendered in Atjvood’s 
favor. ’’ 

(Compare Austin’s claims 12 and 13, p. 17, with 
claims 10 and 11 of the Atwood patent, following 
p. IS.) 

XXIII. Xow, as we have seen, the Austin and Mae- 
Xeill joint application that was involved in the inter¬ 
ference was filed February 4, 1021 (p. 4 and p. 0); tlie 
Atwood application also involved in that interference 
was filed June 24, 1022 (p. 4 and p. 0), while the Austin 
sole application was filed January S, 1010 (p. 3 and p. 
S), or nearly two years prior to the filing of tlnji joint 
application of Austin and MacXeill, and over three 
years prior to the filiny of the Atwood applieation. It, 
therefore, needs no extended citation of authorities to 
establish the proposition that the invention disclosed 
in the sole Austin application is presumed to have been 
made as early, at least, as the date of the filing of that 
application. 


Alexander Milburn Company v. Davis Bod 
ville Company, 270 U. 8. 390; 

Xolop v. Smith, 30 Fed. (2d) 838-839; 
Pagendarm v. Hermann, 04 Fed. (2d) 
100G; 

Patent Office Rule 116. 


rnon- 


11003- 


XXIV. On the face of this record it therefore ap- 

i 

pears that Austin's date of invention is the date bf tie* 
filing of his application of January 8, 1919; that he is 
in fact the prior inventor over Austin and MacN’eill, 
who did not file until nearlv two rears later, and 


over 


Atwood, who did not file till over three rears later. 

* i 
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XXV. With these facts before him, what was the 
clear duty of the Commissioner, uncler the statutes’ 
lie plainly should have done one or the other of two 
tilings, that is to say, he (1) should, pursuant to the 
mandate of Section 4S93, R. S. I . S. (I . S. C. Title* .’>5, 
Sec. Mb) have allowed a patent on the Austin applica¬ 
tion because Austin, under the statute and under the 
rules, was plainly the first and original inventor of the 
subject matter disclosed by his application, none of the 
statutory bars to the grant of a patent on such appli¬ 
cation being existent; or (2) he should, pursuant to 
the mandate of Sec. 41)04, R. S. I . S. (I . S. C. Title 
Ob, Sec. 53) have put the Austin application in inter¬ 
ference with the Austin and MacXeill application and 
with tin* Atwood application for tin* purpose of giving 
to all of the parties an opportunity to establish their 
respective actual dates of invention, as a foundation 
for an award of priority. 

XXVI. Had the Commissioner pursued the latter 
course, that is to say, had he put the Austin sole ap¬ 
plication in, interference (instead of overlooking it. 
which he admits he did, p. 41), he would then have 
awarded priority to Austin on the* strength of his early 
filing date, jf Atwood had been unable, by proof, to 
overcome such date. 

XXV11. t But the Commissioner did neither of these 
things, pursuant to the mandate of the statutes: but 
what he did do was to stand upon his Rule 109 and hold 
that, becausjL* a motion was not made under that rule 
for leave to introduce the Austin application into tin* 
interference* then already declared, within the time 
permissively allowed by that rule (overlooking the 
modifying effect of Rule 1-3), the assignee of Austin, 
the Westinghouse Electric & .Manufacturing Company, 



should bo forever barred to assert its rights under the 
Austin application; and to hold, further, that a patent 
should be awarded Atwood as the prior inventor :)f the 
subject matter of the interference, when the evidence 
plainly before his eyes was that Atwood was n<j>t tlie 
first inventor of tlie subject matter of llie interference, 
and that Austin was. 

XXVIII. The Commissioner’s power to make rules 
is limited and circumscribed. It is derived from Sec¬ 
tion 483, P. S. l\ S. which reads as follows: 

’* Si*i\ 4s:». d'. S. C. Title Sec. (i) The i.'om- 
missioner of Patents, subject to the approval of 
tin* Secret a rv of ('onmicrci', mav from time Uptime 
establish regulations, uni ii/rnnsisfnt! icith law, 
for the conduct of proceedings in the Patent ()f- 
lice.” (Emphasis ours.) 


And when he makes a rule that is not consistent with 
law, that rule will be declared invalid. (U. S. ex rel. 
Steinmetz v. Allen, 11)2 C. S. 343.) j 

XXIX. Now, Pule KM), if interpreted and applied 
as it was in the interference proceeding by the Patent 
()ffice and by the Court of Customs and Patent Ap¬ 
peals, on appeal, and apparently, mistakenly, by the 
Court below, is invalid and void and inconsistent ivitli 
law, because: ! 


(1) It robs the original and first inventor of] his 
right to a patent where it plainly appears f|*om 
the record before the Commissioner that he is\the 
first inventor; 

(2) It awards a patent to one who is shown by 
the records before the Commissioner to be clearly 
not the first inventor; and 
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(3) It operates to absolve the Commissioner 
from the performance of his statutory duty to de¬ 
clare an interference between two applications for 
the same invention. 

Part II. 

XXX. But there is a "raver and an absolutely con¬ 
clusive reason why the decree of tin* court below should 
be reversed. • 

To ursre the defense of estoppel by reason of the 
Patent Office interference judgment (and it is the only 
defense seriously advanced in this case) is to overlook 
entirely the peculiar nature of tin* statutory proceeding 
under which this suit is brought. 

It should be remembered that this is not an appeal 
from a decision of the Patent Office, nor from a deci¬ 
sion of the Court of Customs and Patent Appeals. It 
is an original suit in equity, a fie nouu proceeding, pre¬ 
pared and heard upon all the competent evidence pro¬ 
duced in it and upon the whole merits. 

Butte'rworth v. Hoe. 112 Y. S. 30, G1 : 

Candy v. Marble, 122 P. S. 432, 430; 

In re I lien. 1GG l . S. 432; 

Oeneral Fleet ric Co. v. Steinber^er, 20S Fed. 

G99, 700; 

Courson v. O'Connor, 22< Fed. S90. 


In ex parte Ilien, 1GG F. S. 432, the Supreme Court 
said (p. 439) : 

“The bill iu equity provided for by Section 4913 
is wholly different from the proceeding by appeal 
from the decision of the Commissioner under con¬ 
sideration in this case. The one is the exercise ot 
original, the other of appellate, jurisdiction.” 
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In such a proceeding the Patent Office judgment, 
even if affirmed on appeal, does not constitute!an es¬ 
toppel and will not support a plea of res judicata. 

In Walker on Patents, (itli Edition, it is stated: 

i 

189. Xo decision of the Commissioner of 
Patents or the Court of Appeals of the Distinct of 
Columbia in any interference case, is pleadable as 
res judicata in any action in any court, but such 
a decision will be followed bv all the courts unless 
it is shown to be wrong by evidence which pi^ts the 
point beyond a reasonable doubt.” 

Citing: 

Eck v. Kutz, 132 Fed. 758, 772; 

Computing Scale Co. v. Standard Commuting 
Scale Co., 195 Fed. 508; 

Smart v. Wright, 227 Fed. 84, 87 (8th Cirbuit); 

Webster v. Podelsak, -55 Fed. 907, 913, ! 


to which mav be added: I 

* 

Frascli v. Moore, 211 U. S. 1; I 

Rousseau v. Brown, 21 App. D. C. 73, 80; | 
Johnson v. Mueser, 212 U. S. 283; 

Atkins v. Moore, 212 U. S. 285; 

Baldwin Co. v. Howard Co., 25G U. S. 35; 

Postum Cereal Companv v. California Fid Nut 
Co., 272 U. S. 693 ; ‘ j 

United Shoe Machinerv Corp. v. Mutheri 288 

Fed. 283; 

Dover v. Greenwood, 143 Fed. 136; 

Rubel v. Tucker, 24 Fed. 701. 


XXXI. If plaintiff-appellant in this case web 
topped by the adverse judgment on the question oi 
priority in the interference proceeding; in other wj>rds, 
if that (piestion were concluded and res judicata as 
between the parties bv reason ot that judgment, no 

1 * i 


e es- 
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relief on a bill under 4915 R. S. I’. S.. to obtain a pat¬ 
ent, would ever be* possible after an adverse interfer¬ 
ence judgment ; nor could an interfering patent suit 
under Section 491S, R. S. l\ S.. to declare a defen¬ 
dant’s patent void, be sustained after such an adverse 
interference .judgment. 

Victor Talking- Machine ('o. v. Brunswick, 290 
Fed. 565: affirmed S Fed. (2d) 41 : atlinned 27-> 
U. S. 670. 

Xor could the question of priority be again raised in 
an infringement suit, after an adverse Patent Office 
judgment, contrary to the rulings in such cases as 
Christie v. Seybold, 55 Fed. 69-72, Taft, J„ and others. 
XXXII. It was 11 u k very purpose of giving an in- 
ventor another chance to establish his priority, after 
an adverse Patent Office judgment, that the remedies 
under Section 4915 and Section 49 IS, R. S. F. S. were 
provided. 

XXXIII. The defense of estoppel by judgment not 
then being available to the defendant-appellee in this 
independent equity proceeding, it only remains to con¬ 
sider whether the record now before tin* Court jus¬ 
tifies the granting of a patent on the Austin sole ap¬ 
plication, as prayed, notwithstanding the decision in 
the interference ease. 

XXXIV. That Austin is the original and first in¬ 
ventor over Atwood of the subject matter of his ap¬ 
plication, on the evidence afforded by this record, can¬ 
not be questioned; 

(1) 11 is application, still existent, was tiled over 
three years before the application of Atwood was 
filed. 
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(2) Atwood in liis preliminary statements docs 
not pretend to have conceived his invention Ibefore 
the Austin application was tiled. 

(3) The evidence, therefore, as Walker says, 
“puts the point beyond reasonable doubt”!as re- 
quired by the authorities cited. 


XXXV. Under the statute, pursuant to whi<j?h this 
proceeding is brought (Sec. 4913, R. S. U. S., U|. S. C. 
Title 35, Sec. 63), this Court: j 

“may adjudge that such applicant is entitled, ac¬ 
cording to law, to receive a patent for his inven¬ 
tion” and may “authorize the Commissioner to 
issue such patent on the applicant filing |n the 
Patent Office a copy of the adjudication and other¬ 
wise complying with the requirements of lawj” 


XXXVI. We respectfully submit, therefore!, that 
the Court should, in this case, reverse the decree of the 
court below and direct that a new decree be entered au¬ 
thorizing the Commissioner of Patents to issue a patent 
to appellants on the Austin sole application, unless it 
appear (1) that such application is barred by tilt exis¬ 
tence of some statutory ground of rejection, or (1*2) by 
the award of priority to another applicant, or patentee, 
in an interference proceeding regularly declared in 
which the Austin sole application is included. 


Rest>ect fully submitted, 

F. W. Lyle, 
Melville Church, 
For Appellants . 


October 23, 1933. 
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In the Court of Appeals of the District of 

Columbia 

October Term, 1933 j 


No. 5949 


Walter M. Austin and Westinghouse ElecItric & 
Manufacturing* Company, appellants 

v. 

Conway P. Coe, Commissioner of Patents, 

appellee 


APPEAL FRO M THE SC PR EM E COURT OF THE I)lSTRt\ 

CO LEMHI A 


CT OF 


I 


BRIEF FOR THE COMMISSIONER OF PATENTS I 


This is an appeal from a decree of the Supjreme 
Court of the District of Columbia (R. 50) dismiss¬ 
ing appellant's Bill of Complaint. The memoran¬ 
dum opinion is at pages 49 and 50 of the record. 

The claims herein involved are held unpatent¬ 
able in view of an interference entitled Atwood v. 
Austin & MacNeill, in which priority was awajrded 
to Atwood. The final action in the Patent Office 
on the Austin application involved herein wa^ the 
decision of the Commissioner (R. 31 et seq.j, in 

(i) 


20734—33 



\> 


which the decision of the Examiners-in-Chief was 
affirmed. Direct appeal to the Court was taken 
from the decision of the Commissioner. The de¬ 
cision of the Court bv Judge Hatfield is found on 
pages 37 to 46 of the Record. The decision is also 
reported in 40 F. (2d) 756 and 1930 C.D. 505; 17 
C.C.P.A. (Patents) 1202. 

Appellants' interpretation of Rule 123, pages 
4—6 of their brief, paragraphs XII-XYI, is novel. 
The contention seems to be that when one of the 


parties to the interference files a motion during 
the motion period, that stays the proceedings, in¬ 
cluding th£ 30-day motion period of the other 
parties. Then when the first motion is heard and 
decided, the second party to the interference may 
file a motion, which may be set for hearing, then 
heard and decided, and so on, until all of the 
parties have had their successive and independent 
periods for their respective motions. It would be 
a piecemeal procedure which is not sanctioned by 
the courts. See 


Bachman v. Wood, 15 App.D.C. 484; 1899 
C.D. 453. 

Richards v. Klctzker et al., 1902 C.D. 62; 
98 O.G. 1709. 

Eghj v. Schulze, 1905 C.D. 237; 117 O.G. 
276. 

Williams v. Webster <£ Sprague, 1909 
C.D. 200; 148 O.G. 280. 

What Rule 123 means: Interferences comprise 
a preliminary or interlocutory period and a testi- 
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! 

mony or priority period. When the preliminary 
statements are opened the examiner of interfer¬ 
ences sets time for taking testimony, including a 
statement that no testimony is to be taken ! for 30 
days. This is to give time for making motions to 
dissolve, motions to add counts, and the like. 
When such a motion is filed it stays the tiJpe for 
taking testimony without the necessity of entering 
a staving order to that effect in the case. The mo- 
tion period of all the parties runs concurrently. 
The record does not show that anv motions to dis- 
solve were tiled. It was, therefore, incumbent upon 

Austin to file his motion under Rule 109 within the 

i 

original 30-day period as required by Rule 109. 

Motions under Rule 122 and 109 are not set for 
hearing until the motion period and the extensions 
thereof, if any, have expired. Postponing a! hear¬ 
ing does not extend the motion period. It ij< thus 
apparent that no party is entitled to an extension 
of time merely because some other party has filed 
a motion under Rule 109. 

On page 5 of the brief the reference the f 4 per¬ 
missive ‘maw v is noted. It certainly does not 

• • 

give one an option to follow the Rule or to violate it. 
It is sufficient to say that if an applicant dfesires 
to avail himself of the* benefits of the rule or to 
avoid its penalties it is incumbent upon him to fol¬ 
low its provisions. Whether he does it with a 
*‘may ? ' or a “must"' is immaterial. 

The preliminary statements were approved] Sep¬ 
tember 5, 1924. j 
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tlieir cases fullv in the Patent Office before thev 
resort to equity. In Barrett v. Koppers, 22 F. (2d) 
395 (C.C.A. 3), the Court held that evidence avail¬ 
able during interference proceedings in the Patent 
Office and not introduced at that time cannot there¬ 
after be introduced in a suit under Section 4915 
R.S. The Court on this point said: 

When, as in this case, a party has refused to 
produce evidence for consideration by the 
Court of Appeals of the District of Colum¬ 
bia. and then in the statutorv action under 
Section 4915 R.S. produces that very evi¬ 
dence to overcome the effect of that court's 
decision, he comes verv close to trifling* with 

• V 

the courts' processes. 

This decision on that point was cited with approval 
in Perkins v. Sperry Aircraft Co., 57 F. (2d) 719. 
720: Green v. Beidler , 58 F. (2d) 207, 209, and 
O'Donnell v. United Shoe Machinery Corporation, 
2 F.S. 178. 181. 

Appellants had a full opportunity to present 
their case in the Patent Office. Rule 109 is funda¬ 


mental in interference procedure and enters promi¬ 
nently into a majority of the interferences. It is 
not seen how its validity can be questioned. 

In Frey v. Robertson, 61 App.D.C. 394: 59 F. 
(2d) 394. the validity of Rule 94 was raised in a 
mandamus proceeding. This Court affirmed the 
decree of the Court below in dismissing the petition 
for the writ. Certiorari was denied (289 F.S. 741). 


In conclusion, it is respectfully submitted that de¬ 
cisions of the tribunals in the Patent Office and the 
decision of Judge Hatfield conform to the jwell- 
established rulings of the authorities. It is fur¬ 
ther submitted that the decision of the trial court 

i 

should be affirmed. 

T. A. Hostetler, 
Solicitor for the Patent Office. 
November 14,1933. j 
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BRIEF ANNEXED TO MOTION. 


Press ok Byron S. Adams, Washington. D. C. 
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Cox wav P. Coe, Commissioner of Patents, Appellee. 


NOTICE. 


T. A. Hostetler, Esq., 

Solicitor, United States Patent Office. 

Sir: 

Please take notice that on Eridav, December S 15)33 
at the opening of Court on tHat day, I shall presen) the 
accompanying motion for leave to tile a reply brief in 
behall ot appellants herein. 

Melville Church, 
Attorney fur A ppellanfs. 

December 5, 1933. 

Ser\ ice ^ot above notice and motion acknowledged 
tliis ' day of December, UKUh 

....... V. V ^ < i 

Solicitor, [ cited States Patent Office. 
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IX THE 

COURT OF APPEALS OF THE DISTRICT OF 

COLUMBIA 


Octobkr Term, 1933. 


Xo. 5949. 


Walter MjAustix and Wkstixohouse Electric & 
Maxukactcrixg ( \>mlaxy. Appellaats, 


v. 


Cox way P. Coe, Commissioner of Patents, Appellee. 


MOTION FOR LEAVE TO FILE REPLY BRIEF. 


And now come appellants, by Melville Church, their 
attorney, and move for leave to file the accompanying 
reply to appellee's brief filed November IS, 1933. 


December 5, 1933. 


Meiwille Church, 
Attorney for Appellants. 
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IX THE 


COURT OF APPEALS OF TIIE DISTRICT OF 

COLUMBIA 

October Term, 1933 


No. 5949. 


Walter M. Austin and Westing house Elect! 
Manteati thing ( omtanv, Appcllants, 


ic & 


v. 


Conway P. Coe, Cominissioner of Patents, Appellee. 


APPELLANT’S REPLY BRIEF. 


I. Patent Office Rule 1-2 provides that “motions to 
dissolve” and “all motions of a similar character” be 
“heard and determined” by the Examiner of Interfer¬ 
ences. 

II. Rule 123 provides that “setting a motion brought 
under the provisions of Rule 109 or Rule 122, for [hear¬ 
ing by the Examiner of Interferences, will act as <i stay 
of proceedings pending the determination of tlnp mo¬ 
tion.” 
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Then the rule goes on to state: 

“To effect a stay of proceedings in other cases 
motions should he made before the tribunal hav¬ 
ing jurisdiction of tlie interference, who will, suffi¬ 
cient grounds appearing therefor, order a sus¬ 
pension of the interference pending the deter¬ 
mination of such motions." 


III. In other words, motions brought under Rules 
10!) and 1-2, when set, automatically act to suspend 
the interference pending the determination of the mo¬ 
tions: while other motions so brought do not operate 
to effect a suspension, but require an order for tin* 


purpose. 

That the stay of proceedings referred to in the rule 
means a stay or suspension of all proceedings in the 
interference does not admit of doubt. 


As was said in Wallace v. Wallace, K» Wis. 224, 22b: 


“An order to stay proceedings puts an end to 
all action and no steps can be taken lawfully dur¬ 
ing its continuance." 


1\ . The cases cited on page b of appellee's brief, ap¬ 
plying the doctrine of estoppel, are interference ease- 
decided by the Commissioner of Patents, or on appeal 
from the Commissioner, by the Court of Appeals of 
the District of Columbia. 


They have no application to a suit under Section 
491b, the very object of which is to secure plaintiff a 
patent, in a proceeding dr unro, notwithstanding an 
adverse judgment in a Patent Office interference pro¬ 
ceeding. 

None of those cases discuss the suspensive effect, 
under Rule 122, of a motion made by either party upon 
the interference proceedings. 



V. The Coppers case and those following it, i cited 
on page (i <>t‘ appellee's brief, all condemn the [with¬ 
holding of priority proofs from the Patent Office in- 
terference proceedings, and go no further. 

i 

But, in the case at bar, there was no such withhold¬ 
ing of proofs. The evidence of Austin's priority, as 
shown by his earlier application was always present, 
was first admittedly overlooked bv the Patent Office, 
but was afterward specifically and pointedly brought 
to the attention of the Office and to the parties t|> the 


interference and was sought to be introduced in the 
interference, before the judgment of priority ren 
dered therein now relied upon by appellee, was en 
tered. 

VI. Appellee's allusion to the mandamus proceeding 
involving Patent ( )ffico Pule 94 (appellee's brief, bago 
(i), is most unfortunate for his case. | 

Turning to that rule, we find the last paragraph of 
it to read as follows: 

“Parties owning applications or patents wfhieh 
contain conflicting claims will be required before 
an interference is declared to show cause why 
these claims shall not be eliminated from allj but 
one of the applications or patents, under comjnon 
ownership. 




Xow the two applications owned by Westinghouso 
Electric & Manufacturing Company, plaintiff, to-jwit, 
the sole application of Austin and the joint application 
of Austin & MacXeill, admittedly contained conflicjing 
claims, and the Commissioner, under this Kulej 94, 
should have required the Westinghouso Company to 
show cause whv those conflicting claims should noi be* 
eliminated from one or the other of the applications, 
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and it was gross negligence for him not to have done 
so, especially after the matter had been pointedly 
brought to his attention by appellants.. 

Surelv the failure of the Commissioner to do his 
duty and issue the rule to show cause, under his own 
rule, should not be charged up against appellants as a 
fault of theirs. 


Melville Church, 

At tor net/ for A ppcUanfs. 




